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DETAILED ACTION 

Response to Amendment 

1 . The amendments to Specification are acknowledged. 

2. The addition of new claims 21-30 is acknowledged. 

3. The rejection of claim 12 under 35 U.S.C 112 is withdrawn in light of the Applicant's 
amendment filed on 04/22/09. 

4. The rejections of claims 1 1 -20 under 35 USC 1 03 and rejection of claims 1 9-20 under 
35 U.S.C 102/103 are maintained. 

5. The new grounds of rejection of newly added claims 21-30 is set forth below. 
Therefore, the following rejection is properly made final. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claim 22 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. Claim 22 claims the resin composition containing 5-30mass% 
of metallocene-type ethylene-alpha olefin copolymer. The instant specification does not 
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describe this limitation. The instant specification recites the content of metallocene-type 
ethylene-alpha olefin copolymer being in the range 30-0.02%mass, preferably 3- 
30%mass, particularly preferably 5-25% mass (see [0034]). There is no citation of the 
range 5-30%mass. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 11-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al (JP 2003-170485) (rejection is based on machine English translation) 
in view of Fujimura et al (JP 2002-144505). 

8. The discussion with respect to Yamaguchi et al (JP 2003-170485) in view of 
Fujimura et al (JP 2002-144505) set forth in the previous Office Action, is incorporated 
here by reference. 



9. Claims 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tanaka et al (US 6,403,71 9), as evidenced in Miller et al (US 2003/01 91 21 5). 
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1 0. The discussion with respect to Tanaka et al (US 6,403,71 9) and Miller et al (US 

2003/0191215) set forth in the previous Office Action, is incorporated here by reference. 

1 1 . Claims 24-26, 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al (JP 2003-170485) (rejection is based on machine English translation) 
in view of Fujimura et al (JP 2002-144505). 

12. The discussion with respect to Yamaguchi et al (JP 2003-170485) in view of 
Fujimura et al (JP 2002-144505) set forth in the previous Office Action, is incorporated 
here by reference. 

1 3. As to newly added claim 24 . since Yamaguchi et al in view of Fujimura et al 

comprises an identical process as claimed in the instant invention, therefore, the 
transparent polypropylene sheet obtained by the process of Yamaguchi et al in view of 
Fujimura et al would obviously have an impact resistance falling within the same 
ranges as impact resistance claimed in the instant invention. 

14. As to newly added claim 28, since Yamaguchi et al specifies heat treating the 
sheet at a temperature of 70-1 75°C [0045], and it is known in the art that the melting 
temperature of isotactic polypropylene appears to be closer to 160-180°C, therefore the 
temperature range of 70-1 75°C of Yamaguchi et al is overlapping with the temperature 
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range of "100°C to the melting point of the polypropylene resin", claimed in the instant 
invention. 



1 5. Claims 21 -23, 27, 29-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamaguchi et al (JP 2003-170485) (rejection is based on machine 
English translation) in view of Fujimura et al (JP 2002-1 44505), as applied to claim 1 1 , 
in further view of Seelert et al (US 2002/0019488), as evidenced by Job et al (US 
2002/0037979). 

16. The discussion with respect to Yamaguchi et al (JP 2003-170485) in view of 
Fujimura et al (JP 2002-144505) set forth in the previous Office Action, is incorporated 
here by reference. 

17. Yamaguchi et al in view of Fujimura et al but fail to teach the resin composition 
comprising specific ranges of: 1 ) 5-25%mass of metallocene-type ethylene-alpha olefin, 
or 2) 5-30 mass% of metallocene-type ethylene-alpha olefin; or 3) 3-30%mass of 
metallocene-type ethylene-alpha olefin; or metallocene-type ethylene-alpha olefin 
having MWD of 1.5-4.0. 



18. Sellert et al discloses toughened propylene polymers comprising ( as to newly 
added claims 21-23 ): 
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1 ) 50-95pbw of propylene homopolymer having a MFR of 0.1-1 00 g/1 0 min (230°C, 2.16 
kg), and isotacticity of at least 98% , preferably 98.0-99.5% ([0023]); 

2) 5-50 pbw of metallocene-produced ethylene copolymer containing 4-40%wt of 
polymerized C4-C20 alkylene and having a density of 0.865-0.92 g/cc (Abstract) and 
MFR of 3.9 g/10 min (see [0205] , examples). 

The propylene polymer composition comprises an advantageous property profile in 
terms of good impact strength , processability and has high rigidity ([001 2]). 

1 9. As to newly added claim 27 , though Sellert et al does not specify MWD of the 
metallocene-type ethylene-alpha olefin, nevertheless, since the ethylene-alpha olefin of 
Sellert et al is produced using metallocene catalyst, and it is well known in the art that 
metallocene catalysts produce polymers with narrow MWD of approximately 2-3.5 (see 
[0031] in Job et al), therefore, the metallocene produced ethylene-alpha olefin 
copolymer of Sellert et al would intrinsically have a MWD within the same ranges as 
MWD claimed in the instant invention. 

20. Since 

1 ) Yamaguchi et al in view of Fujimura et al disclose a method for producing a 
transparent polypropylene sheet from a composition comprising (see Table 1): 

-60-97% mass of polypropylene having an isotactic pentad fraction 0.85-0.99 and melt 
index 2-10g/10 min; 

- 4% mass of olefin copolymers ([0076], [0077]. [0016]), 



Application/Control Number: 10/594,126 Page 7 

Art Unit: 1796 

wherein the method comprises: 

a) melt extruding the composition; 

b) cooling for quenching the sheet ([0040], [0041]); 

c) heat treating the sheet at a temperature 70C-175C ([0045]); 

wherein the olefin copolymers comprise metallocene produced ethylene-alpha olefin; 
but fail to teach the resin composition comprising specific ranges of: 1) 5-25%mass of 
metallocene-type ethylene-alpha olefin, or 2) 5-30 mass% of metallocene-type ethylene- 
alpha olefin; or 3) 3-30%mass of metallocene-type ethylene-alpha olefin; or 
metallocene-type ethylene-alpha olefin having MWD of 1.5-4.0; 
2) Sellert et al discloses toughened propylene polymers comprising: 

- 50-95pbw of propylene homopolymer having a MFR of 0.1-100 g/10 min (230°C, 
2.16 kg), and isotacticity of at least 98% , preferably 98.0-99.5% ([0023]); 

- 5-50 pbw of metallocene-produced ethylene copolymer containing 4-40%wt of 
polymerized C4-C20 alkylene and having a density of 0.865-0.92 g/cc (Abstract) and 
MFR of 3.9 g/10 min (see [0205] , examples), wherein the propylene polymer 
composition comprises an advantageous property profile in terms of good impact 
strength , processabilitv and has high rigidity (see [0012]); 

therefore, 

it would have been obvious to a one of ordinary skill in the art at the time of the 
invention was made to use the polypropylene composition of Sellert et al, which 
comprises an advantageous property profile in terms of good impact strength , 
processabilitv and high rigidity ([0012]), in the process of Yamaguchi et al to produce a 
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transparent polypropylene sheet of Yamaguchi et al having desired level of 
transparency and impact strength of the final product. 

21 . Since the transparent polypropylene sheet of Yamaguchi et al in view of Fujimura 
et al and Seelert et al comprises the identical composition and is produced by an 
identical process as both claimed in the instant invention, therefore, an impact strength 
of the transparent sheet of Yamaguchi et al in view of Fujimura et al and Seelert et al 
would obviously have an impact resistance falling within the same ranges as the 
transparent polypropylene sheet claimed in the instant invention. 

22. In addition, since such properties as transparency and impact strength of the 
polypropylene sheet depend on the relative proportion of the olefin copolymers present 
in the polypropylene composition, therefore, such limitation as relative proportion of the 
ethylene-alpha olefin copolymer in the polypropylene composition becomes a result 
effective variable, therefore, it would have been obvious to one skilled in the art at the 
time of the invention was made, to make variations in the content of ethylene-alpha 
olefin copolymer in the polypropylene composition to obtain the desired level of 
transparency and impact strength in the final polypropylene sheet. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980) (MPEP 2144.05 II). 
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Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

23. Claims 19-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Seelert et al (US 2002/0019488). 

24. The discussion with respect to Seelert et al (US 2002/001 9488) set forth in the 
previous Office Action, is incorporated here by reference. 

Response to Arguments 

25. Applicant's arguments filed on 04/22/2009 have been fully considered but they are 
not persuasive. 

26. Regarding the rejection of claims 11-18 under 35 U.S.C. 103 over Yamaguchi et 
al in view of Fujimura et al, Applicant argues that : 

a) since Yamaguchi et al teaches a transparent sheet having rigidity, whereas 
Fujimura et al teaches a "soft sheet", it would not be obvious to combine the "soft sheet 
of Fujimura et al into rigid sheet of Yamaguchi et al; 
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b) Fujimura et al teaches a laminate comprising a polypropylene and ethylene-alpha 
olefin copolymer, rather than composition comprising these components. 
Examiner disagrees. 

27. The purpose of the process of Yamaguchi et al, as well as goal of the process 
claimed in the instant invention, is to produce a polypropylene sheet having both 
transparency and impact resistance. Yamaguchi et al discloses a transparent and 
rigid composition comprising a major part of isotactic polypropylene and minor amount 
of olefin copolymers. Yamaguchi et al fail to specify the olefin copolymers being 
metallocene-type ethylene-alpha olefin copolymer. On the other hand, Fujimura et al 
discloses a polypropylene sheet having surface hardness comprising a metallocene- 
type ethylene alpha-olefin , wherein the sheet is transparent (see Abstract in Fujimura 
et al). Therefore, it would have been obvious to a one of ordinary skill in the art to 
include the transparent metallocene-type ethylene-alpha olefin copolymer of Fujimura 
et al into the propylene composition of Yamaguchi et al to keep the transparency of the 
propylene sheet of Yamaguchi et al. Though Fujimura et al teaches the laminate 
comprising polypropylene layer and metallocene alpha olefin layer rather than 
composition, nevertheless, the secondary reference of Fujimura et al was applied to 
show that the sheet comprising an isotactic polypropylene and metallocene alpha-olefin 
is transparent . In addition, the Fujimura et al is a secondary reference and the 
secondary reference does not need to teach all limitations. "It is not necessary to be 



Application/Control Number: 10/594,126 Page 1 1 

Art Unit: 1796 

able to bodily incorporate the secondary reference into the primary reference in order to 
make the combination." In re Nievelt, 179 USPQ 224 (CCPA 1973). 

28. Furthermore, the impact strength and rigidity in the polypropylene composition is 
provided by isotactic polypropylene. Addition of low density ethylene-alpha olefin will 
decrease the rigidity. Therefore, by combining Yamaguchi et al and Fujimura et al 
references and making variations in the content of the low density ethylene-alpha olefin 
copolymer, one of ordinary skill in the art would obviously come to a final product having 
desired rigidity while keeping the transparency . 

29. Applicant also compares the impact resistance of the propylene sheet of 
Yamaguchi et al with the impact resistance of the propylene sheet claimed in the 
instant invention, showing that the impact resistance of the propylene sheet claimed in 
the instant invention is higher than that disclosed by Yamaguchi et al. 

Examiner disagrees. Composition of Yamaguchi et al as a single reference and the 
composition claimed in the instant invention are different, therefore, impact resistances 
of the propylene sheet of Yamaguchi et al and that claimed in the instant invention 
cannot be compared . However, since the composition of Yamaguchi et al in view of 
Fujimura et al is identical to the composition claimed in the instant invention, therefore, 
the impact resistance of the composition of Yamaguchi et al in view of Fujimura et al 
will obviously fall within the same ranges of the impact strength of the composition 
claimed in the instant invention. 
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30. Regarding the rejection of claims 19-20 under 35 U.S.C. 103 and under 35 U.S.C. 
102/103, Applicant argues that neither Tanaka et al nor Seelert et al mention impact 
resistance and Seelert et al does not mention transparency. 
Examiner disagrees. 

Though neither Tanaka et al nor Seelert et al mention some of the properties of the 
polypropylene sheet claimed in the instant invention, such as impact resistance, 
however, since the compositions of Tanaka et al and Seelert et al are identical to the 
composition claimed in the instant invention, therefore, such properties as impact 
resistance and transparency will intrinsically be present in the compositions of Tanaka 
et al nor Seelert et al. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina Krylova whose telephone number is (571)270- 
7349. The examiner can normally be reached on Monday-Friday 7:30am-5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasudevan Jagannathan can be reached on (571)272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Irina Krylova/ 
Examiner, Art Unit 1796 

A/asu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



